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Statement of Facts.

The appellant and eross-appellee, Coolinj; Tower Co.,

Inc., a corporation of the State of New York, tiled it.s

Itill of conij)laint (p. 1) ajjainst C. F. Hraiin ^: Co. a

corporation of the State of California, (•har<i;in;r in-

frinjrement of V. S. Letters Patent No. 1,<I1(»,()2(), i.ssned

November 28, lOll, to Mitchell-Tai)i)en Co. as assi.un«'e

of Barton H. Coffey for improvements in <lrvi<('s f«>r

coolinjj; li<piids.

The answrr of ('. F. r>rann i^- Co. (p. 5) sets np the

nsnal defenses and inclndcs t\v(t cross complainls. Hy

its cross complaint, cansc one, it chaij^'rs the |)lMinlilV

with impioper and nnlawful use of the (twiiciship of its

patents and of the fad of lirin«;in^' the snit. which it



chaijrcs was with llic iiiilnwfiil i)nri)ose of harassing;,

iiijurin*;. annoying and damajiinji: ])laintiff {sir), its

aj^cnls and cnstonuTs in its and Ihcii- Icjiitiniate business

(
|). 1(>). I»y its second cross complaint, the defendant

i-harjies the intrinjj;enient by plaintiff of V. S. Letters

Patent for water cooling towers, No. 1,3:U,515, issued

March 1'3, 11)20 and No. 1,442,784 issued January 10,

102a.

lly the interlocutory decr<'e entered December IT,

1!)23, from which both parties api)eal, it was adjudjj;ed,

and decreed that the ])laintiff"s patent No. 1,010,020, was

not infrinjiijed and tliat the bill be dismissed. It was

further decreed tliat the plaintiff was ji;uilty of unfair

comi)etition in makinj; improper and unlawful use of its

alleg(Hl ownershij) of various ])atents on Coolin*; Towers,

includiuf!: the patent in suit, tbat the defendant's patent

No. 1,442,784 does not involve invention and was anti-

cipated.. In view of the withdrawal by the defendant

of its patent No. 1,334,515, no findinji; was made with

reference to it. It was further decree that the plaintiff

be peri)etually restrained from claimin*; that defendant's

Water Cooliufj; Devices infrinjje the plaintiff's patent

and from threatenin«» any customer, rei)resentative or

prospective customer of defendant with litig;ation, etc.,

and that it be referred to a Sj)ecial .Master to take aiul

state the <lania<;('s sustained by defendant by reason of

the unlawful and unfair acts of plaintiff and the profits

which have accrued to plaintiff thereby and re(iuirinj]j

plaintiff to attend and ])roduce before the Master, such

books, papers, documents, vouchers and records, as the

Master may recpiire. Costs were awarded to the de-

fendant. A perpetual injunction was issued under this

decree (p. 300).

As both parties have appealed, the parties will be

referred to as plaintiff' and defendant, for clarity.



The patents in suit relate to impiovenieiits in «l«'vi<rs

for eoolinji' water l)y at niosplieric action. The water to

be eooled is delivered at the top of an open tower liavinji

a i)lnrality ol" tleeks, one al)ove the ol hei-, and is dis-

tributed over the upper deek, which is lornied of spaced

grooved bars forminji- j^utters, it overflows these j^utters

and falls between the bars to a lower o])en deck of sim-

ilar construction and thence from deck to <h'ck to a col-

lecting basin at the base of the tower.

The water in its descent is thus divided into tine

drops or spray, which facilitate the cooling process.

The plaintiff's patent in suit relates more particularly

to the construction of the "<lecks."

It appears that the old deck was composed of slats

nailed to a frame work at intervals and sjjaced ajtart

so that the water might run down or fall between the

slats.

It is highly desirable that the spacing between the

slats be narrow and uniform. In the old form of nailed

slats the expansion and wari)ing of the slats caused ihem

to buckle and to come together, which detracted from the

efficiency of the tower.

The problem which Coffey solved was the even spacing

of the slats or bars, securing them in such manner that

expansion and wari)ing woidd not destroy the unifoiiM

spacing.

As explained in his patent in suit his decks ar<' formeil

of "drip bars" or shits -wirn h may be of iiiiy (b'sired

shape" and are loosely held in position by what he calls

a '-spline" providcnl at intervals between the slats. The

inventor calls attention to the fact that the bars or shils

are not rigidly secured together (page 1. liu<- r><li :ind

that an interlocking system is offered which is ensily :in.l

cheaply constructed. The inventor presents two optional

forms of drip bar or slat as his preferre<l forms but



snvs that deviations in shnpc may bo lundo. He doscribos

the op<M{ili(m of bis device as foUows: Tbe licjuid to

be cooled is discbarj;(Ml and distiibnied over the top

of the tower li.v means of a snpply pipe and tlie water

then drips thronjjh spaces between the sbits oi' l)ars

and falls to the deck below and thns passes throu«i;h

the snccessive decks of the series to a collecting? pan

(Patent No. lOKIOlM), p. 1, line 75).

Considerinjj the disclosure of the patent, in view of

the prior art, we tind that the invention hero involved

consists in providing? a drip bar deck in a coolinj; tower,

in which the bars or slats are secured to the frame of the

deck and spaced apart by spacers which peimit lonjji-

tudinal movement or ex])ansion of the indivi<lual bars

or slats while inaintainin<» the spacinj; between adjacent

l)ars.

This had nevei- been done in the prior art.

Ostendortt" (No. 661,192) and Burborn (No. 77l',7S0)

endeavored to overcome the waiping of the slats by usinj;

metal i)ans which would not be alfeeted by the water,

but wooden l)ars a])])ear to be more satisfactory.

The plaintiff and its predecessor, Mitchell-Tapi)an Co.,

have been en_s>as>ed in the manufacture and sale of atmos-

pheric coolino; towers since 1911 and its towers have

j»one into extensive use throughout the United States,

the IMiilii)pines, Tuba, Mexico, South America and

Kui'ope ( Uofley, j). 73) and they have extensively adver-

tised their towers by catalogue distribution and in trade

papers (Phillips, p. 88).

The value of the Coflfey contribution to the art has

been generally acknowledged,

Carl F. Braun, the president and leading spirit of the

defendant cori)oration, saw ''the su])erior performance

of the open atmospheric type of tower'' (p. 208), and



the hi^h inorii of jihiiiit ill's device had spread its ic|)nia-

tion aeross the coininenl w lien defeiuhnil wrote lo phiiii-

titT on Noveiiihei- L'l. 1!)U (IMaiiitiff's Kxhihit 1 ) :

"We ai(> intei-esled in yonr coolinii lowers and
Avonld like to i-eeeive as coniidele information as

you care to i-ive ns. We liave sohl a nnnil»ei- of

All)er«ier toweis, which Ave used to rejiresenl hut

which we no ]oni>ei' represent, and are, therefore,

looking- about for soniethinu of (Mpial or superior

merit/'

The Alberuer tower mentioned in this lettei- is of ihe

closed type as distin^i^uished from ])laintifT's o])en. atmos-

pheric type.

Plaintitl:" answered this lirst letter from defendant on

Xovend)er 27, 1914 (IMaintirs Exhibit Xo. 4) iiivini; the

particulars of its tower and enclosinji its des(rii)tive

IJulletin No. 7. It sai<l in this letter:

'^Should you take u\) tiie sale of our towers

energetically we will be pleased to jiive yon com-

plete infoiination as to the reasons of tin* fall-

downs in our competitor's towers and how we have

avoided them.''

Mr. Braun had in contemplation a trip to N+'W York

and so advised plaintiff and it was prop<>sed that a

personal interview ho arraiiiicd jlMaintiff's I'xliibit

Xo. 5).

A nund)er of in(|uiiies were i-eceived by plaint ilT from

the racilic Coast, of which iilainlitV advised dcrcMilanl

(Exhibit No. 7) and under dal.-. Man h L'!>. HM:.. it

received an iinpiiry from Shell Company of Caliloniia

(PlaintifT's ICxhibit \o. 17) which it answered on April
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5, ini,"), oivinjj oslimafe and pni'ticulars (Kxliibit No. 8).

While thus (•()rrosj)oii(lin*» with the Shell Company it

reeeivp<l a telegram from defendant, djited April 20,

lOlT), asking for propositior^ and estimates on the cooling

tower to be erected at the Shell Companay plant (Ex-

hibit 23).

The information and proposition requested was sent

to defendant under date A])ril 21, 1915, in Avhich letter

plaintiff stated

;

'•The wood drip bars are patented and we
allow you to use them in this case only" (Plain-

tiff's Exhibit No. 9).

On May 17, 1915, defendant wrote to plaintiff (Ex-

hibit No. IS) :

"We are now ready to undertake the sale of

your cooling towers for this State and should this

be agreeable to you, we believe that this arrange-

ment will result to our mutual profit.

There is no one that we know of locally offer-

ing cooling towers ujxm which he is willing to

make definite guaranties. We feel quite sure that

by purchasing this special apparatus onlij from

you and using California redwood in the construc-

tion of the towers we can offer properly com-

petitive figures.

There are a gieat manj^ cooling towers used

in this state by Ice Companies, Refrigerating

Plants, Oil Refineries, steam poAver plants, etc.,

and we have bid on much of this Avork with the

old fashioned fan type tower but secured very

little business, owing to the fact that the towers

were very expensive, the power consumption of



the fan was Ijir^e, and the results «>;naiaiit('C(l \v<m-<'

not i»(K)(l. The last inoposition llial we lost w;is

one loi- tlic Standard Oil Co., who tinall.v pwi--

chased spray nozzles and installed a ((xdinii |><>Md."

The cori-espondence icdative to the toweis at tin*

Shell ronipany refinery matured into an order for two

towers (Plaintitt's Exhibits Xos. :U and :V2) and. as

appe^Trs by the eorrespondenee in evidence, the plaint i(V

sent to defendant the idans and si)eeirKalions and fur-

nished the steel work and the defeiulant ])r()vided (he

woodwork aeeording to the inslruetions received from

plaintiff.

On the completion of the toweis plaintiff sent to

defendant its name idate with notice of its j)ateuts to

be placed on the towers (Plaintiff's Exhibit 17, Uraun,

])]). 170, 210).

It seems clear that at this time <lefendant conceived

the idea of usinji' the information thus actpiired and

plaintiff's improvements for its own benetit indejiendent

of ])laintiff, as he consulted his attorney on the subject

of plaintiff's i)atents (p. 2i)i).

At his interview with plaintiff's otliceis in New York,

^Ir. ]5raun had snj»<»ested the uianufactuic of plaiiitilf's

towers by defendant on a royalty basis iriiilliits, p. KlL'i

which was not satisfactory to ]>laintiff.

Snbse(|uently ])laintitf was informed that delendant

had enlar<;ed one of the Shell (N)iui)auy towers at Mar-

tinez without plaintiff's know led i^c and that it was

en«taji;ed in buildini; towers whi(li (dosely ai»pi-o\iuiaic<l

its own in design and ap]K'arance ( |). lO.'i).

Mr. Uraun, on the stand, has adnutted the dilliculty

of obtaining; access to th(" coolinu towers of his coui|ieti-

tors and this difficulty confrontecl the plaintitT. touctlicr
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witli tlio fact tliat ])laiiitifT is loratod on tlio Atlantic

coast and tlio acts of defendant were committed across

the coidinent, on the coast of the Pacific.

rhiintitl" had hoped that a tower of tlie defendant's

const niction wonld be erected somewhere in the East so

that it miijht hrin<j snil nearer home bnt defendant's

l)resident has admitted on tlie stand tliat no towers have

])een built by defendant farther East than Texas or

Oklahoma.

Tn 1918 there was some correspondence between coun-

sel for the res])ective ])arties relative to the infrinjjement

by defendant, and plaintiff's counsel then requested that

defendant's counsel admit what structure was beinji made

l)y defendant but this infoi*mation was not furnished and

defendant's counsel says that he did not receive the

letter (p. 259).

Plaintiff ho])ed that the unlawful acts of the defend-

ant Mould cease and hesitated to enter into an expensive

liti«T:ation at so jjreat a distance but its hesitancy appears

to have emlx)ldened the defendant to claim the inven-

tions of plaintiff as his own, and, as a result, ])laintiff

was coinix'lled to institute this suit.

The Plaintiff's Towers.

Plaintiff's cooling towers are constructed under the

three Coffey patents, viz.

:

Xo. 1,010,020 dated November 2S, 1911, for the deck

construction, bein<^ the patent in suit;

No. 1,027,184, dated May 21, 1912, for the water dis-

tribution or delivery system at the top of the tower, and

No. 1,158,107, applied for June 18, 1914, and issued

October 20, 1915, at about the date of the completion of

the Shell Comi)any towers and covers the bracing of the



I'mnic by incjiiis of jnij:;iil;ir Itijukcls or loiivcr siii>j>(>ims.

Tlic lii-st imtciil above inciitioiuMl ( l,()J(),OiMI
i has

been (lisenssod above, the second paleul, 1,027,184, is not

material to this iiKiuiiy, the thii-d i)alent, however, \o.

1,158,107, covers tlie i)iinei|)le and eonstruetion for whieli

defendant contends in its patent No. 1. Hi*, 7s I, (hited

.laniiaiy 10, 1923.

This construction was employed by plaintiff in the

>^hell Comj)any towers,

CofTey, the inventor, says in this patent ( Xo.

1,158,107) :

"My inv(Mition relates to inii)rovenients in the

orjjanization and cond)ination of parts in an at-

mospheric coolinjf tower whereby ini]»oitant uains

in structural strength are obtained without in-

crease in weiiiht. and other advantajies.*"

He calls attention to the desirability of obtaininii

maximum strenj>th with minimum weijihl, the providing

of local stiffness to resist severe wind j)ressure to whirh

coolinii towers are subject and says that a firm support

must be jijiven the spray louvers to resist wind stresses

and ice loads.

The inveutoi' shows two types of posts, the coi-ner

posts shown in figures 2 and 5 which are positioned at

the corners, and the intermediate i)Osts, Jij>u)-es :> and I,

positioned at the sides and ends (d" the tower, intcrni)'-

diate the corner ])osts.

These ])Osts are shown in jireatei- detail in the bine

]U'iid drawings of the Shell towers in evidence ( IMain-

tiff's Exhibit No. 51).

The intermediate ])Osts include a vertical snjtportiM-:

chord or jiost 8. which extends from the ;>;round to the
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fop of the tower, to whicli arc Ixiltcd the lioiizoiital

chords oi- iikmhIkms '^, carryiiij^ the drip decks 14 and

these liorizontal sii])porls for the drip deck are extended

horizontally Iw'vond the jtosts (S in an extension 5. Each

of the liorizontal extensions o of the deck niendiers is

secured at its outer end to the toj) margin of the louver

snpi)ort (I and this louver support (> extends <lown-

wardly an<l inwardly at an angle of about 45° to the

])oint of junction or engagement of the horizontal deck

sui)port and the vertical post S, thus forming a triangle,

the vertical chord of which is the vertical side post of

the tower. There is also shown a vertical chord 7 con-

necting the outer tips of the louvers.

It was the tower constructed in accordance with

these three patents and the drawings and specifications

furnished by jjlaintiff (Plaintiff's Exhibit 51), that the

defendant erected the tower at the Shell Refineiy at

Martinez, Califoiiiia, in 11)15, under plaintili's license

(p. 152).

It is submitted that defendant's structure also in-

fringes this patent but, owing to lack of information at

the time the suit was brought, infringement of this

patent was not charged in the bill.

The Defendant's Device,

As has been observed, OotTe}^ was the first to dis-

cover and devise a means of attaching the slats or drip

bars of a cooling tower deck in such manner that the

slats would be individually secured in spaced relation to

each other, preventing the springing up of the slats and

at the same time allowing individual longitudinal ex-

])ansi()n without buckling.
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CofTey solved this j^roblcni l>y insert inu Itctwccii the

adjacent slats oi' bars a member, wliicli lie cjilleil a

'•si)line,*' which would space the bars ;nid hold I hem

securely in jtositiou aiul prevent their movement (ti- dis-

l)lafenK'nt in all but the l()n«»itudinal diicMtion. It also

])ei-mitted the bais to be leadily laid with uniform si)ac-

in<i between the bars, all of which is hij^hly desirable.

Mr. Kraun admitted that there is considerable ex|)ansion

and that the i>oai-ds hav<' a tendency to wai-]) (|t. IsOi.

Defendant tried the nailin<»- of the slats but lound

this unsatisfactory as was admitted on the stand by Mr.

Brann (pp. 201}, 2\:\, 24:]). Tt then set about t(» evade

the wording? of the claims while i-etaininu the substance

and has offered definitions of the word ••si)liue," used in

plaintiff's patent, to this end.

The first modification or substitute for the spacing

device of plaintiff's ])atent, which defendant used, in an

effort to evade the letter but retain the substance of llie

invention, is that shown in his sketch. Exhibit K (!»|).

236, 242). As described by Mj-. liraun, this is an an^lc

I)late, the uj)i)er j)ortion of which hobls down the slats,

with spacing finoers cut out and bent down between tin'

slats or bars to s])ace them apart. As will be observed,

this substitute ])erf()rms the functions of the plaintilf's

device in the same way (]). -'M\).

The plaintiff's device is interjtosed in the H|)ward path

of the movement of the slat. It spaces apart the ad

jacent slats. It i)ermits only the individual lonuihi-

dinal movement of the slats, and i)ermits the slats to

be conveniently laid on the deck in spaced relation.

All of these functions are |»erroniied liy the substi-

tute for the i»laintiirs spacing device tirst used liy ih--

fendant in tlu' enlargement of the Shell ('omi>any lowei'

at Martinez (i»|».
2:',(;, 2H)).
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The substitute, l.nter adopted by defendant and at

])resent in use, is also the equivab»nt, l)oth struetnrally

and in function, of the device of plaintiff's ])atent. This

last inodilication is described by Mr. Braun as a ''sjjac-

ing strap" (j). 244). It is a strij) of metal having? a

spacing; or spline section bent down betAveen the adjacent

slats or bars and havinp; a horizontal station which pre-

vents the slat from si)rin<>in«i ui)ward (see Fig'. 3 of

defendant's patent 1,834,515).

Kepeatiii" what has been said above as to the struc-

ture and function of defendant's first substitute as com-

pared with ])laintiff's device, it will be observed that this

last modification also })erf<)rms every function of plain-

tiff's device and in the same way. In fact, this last

modilication or substitute, used by defendant, is mechan-

ically the s])line shown in the plaintiiT's patent and used

in the towers at Afartinez and shown in the blue prints

of that tower. This blue print shows the spline as a

device having two horizintal arms or extensions which

prevent the vertical displacement of the adjacent slats,

and a vertical section which holds the adjacent slats

apart or spaces them in a horizontal ])lane. This is

exactly w^hat defendant has in its last substitute except

that the s])acer is made of metal by defendant and of

wood by plaintiff. If plaintiff's spacer or spline is cut

in half horizontally, it j>ives us defendant's device as

shown on the sketch herewith.
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Wo find, tlioi'oforo, in tho dovioo of defendant, in botli

its niodilications, tliat wliich ju'ifoiins the function per-

foi-med by the jdaintifT's patented deviee in the same

Avjjy and whicli answers every test of structural and

functional exactitude willi tlie s])acer invented by Coffey.

Defendant admits this function of its deviee in its

])atent No. 1,334,515, page 1, lines 108, ct seq., where it

is said

:

"Furthermore some woods have longitudinal

expansion which may be accommodated as the

slats are not fixed rigidly to their support, thus

preventing buckling."

The Claims of Plaintiff's Patent.

The defendant's device, in both modifications, em-

bodies the structuie of tlie clainis of the i)atent in suit.

Claim 5 reads:

"5. In a device of the class described a deck

consisting of drip bars individually fastened at

each en<l with s])ace in between the bars, the

adjacent bars being loosely splined together at

intervals throughout their entire length.''

Defendant's device is of the class described, an at-

mospheric cooling tower:

It has a deck; the deck consists of drip bars; the drip

bars are individually fastened at each end to the frame

of the tower; there is a s])ace in between the bars; and

the adjacent bars of defendant are loosely splined to-

gether throughout their entire length by the spacing

straps. They are "splined"' as the word is used in the

patent and they are loosely splined, and this is carried

from end to end throughout their entire length.
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The ''Spline,"

The function of the splinos of the i)at('nt is to si)a('0

the slats apart, hold thorn securely aiiainst vertical dis-

placement and at the same time peiinil relative loniii-

tudinal movement or sli<lin<»;.

Mr. rhillii)s, a {graduate of Stevens Institute of Tech-

nolojiv, in answer to counsel for the defendant, defined

a "spline" as

"a piece of material put in between two other

pieces of material to hold them tlie liiiht distance

apart" (Philli])s, ]). 115).

Mr. Coffey explained that the construction ''iteiinits

the holdiuij- of the slats in spaced relation and |»('rniiltin«c

exi)ansion without warpinj>.''

In defendant's T.raun patent No. l,;>:U,r)l.") tlie word

"si)line" is used to describe the slats runnin}»- across the

deck and sunk into the bars to dam the trou«»hs ( Patent

Ko. 1,334,515, p. U, 1. 85). Braun called his boards

''splines" (p. 178) and attempted to distin*;uish between

his device and ])laintifT's sj)line by the statement that his

device was attached to the sui)port (p. 238 |.

Specification of the Errors Relied Upon.

The specification of errois tiled by the appellanl, the

Cooling Tower Co., Inc., and ujxui wliicli it relies on this

api)eal, are as follows:

1. That the said T'nited States District Court for

the Northern District of California, Southern Division,

erred in that it erroneously deciced that :

That i»laintifT's pat<'nt sued on NO. 1.(II(I.IHJ<»

issued t(» the ^litchell-Tai»itan ('oiii|.aiiy as as-
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siiinoo of Barton H. Coffey on tlic 2Stli <lay of

NovcnilKM', 1911, ovon if valid, is not intrinj^od

and llic IJill is dismissed.

2. That tlie said United States Distriet Tourt for the

Northern District of California, Southern Division, erred

in that it erroneously decreed that

:

That the plaintiff has been jiuilty of unfair

competition against the defendant by making im-

proper and unlaAvful use of its alleged ownership

of various patents on Cooling Toweis, including

the patent aforesaid in suit, and has unlawfully

and without justification threatened, both orally

and in writing, defendant's customers and pros-

pective customers with suits for infringement if

they used defendant's devices and has otherwise

unlawfully intimidated, harassed and annoyed

defendant's said customers, and has disseminated

malicious and untrue rejiresentations against de-

fendant and its officers in an endeavor to secure

the trade of the defendant and to injure the repu-

tation, business and good-will of the defendant,

and has otherwise injuied and damaged defend-

ant in its legitimate business.

3. That the said United States District Court for

the Northern District of California, Southern Division,

erred in that it erroneously decreed that

:

That no finding is made with respect to the

first Braun patent Xo. 1,334,515, dated March

23rd, 1920, set up in defendant's Counter-Claim,

in view of the withdrawal of said patent from

suit by defendant.
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4. That the said United States Distiid (\>\\\\ lor

the Xorlhcrn District of ('alilornia, Soiuhcni Division,

erred in (liat it ci roncoiisl.v decreed llial:

That a Writ of Injunction shall issue out of

this court jjorpetnally adj<)inin<i and rest lainin;;

the ])laintiff, its officers, directors, clerks, attor-

neys, servants, workmen, ajicnls and employees,

and others acting- under their direction, fi-om

issuin<>- letters or advertisements or publishin*;

statements in any I'oiin whatsoever, eitliei- writ leu

or oral, elaiminu; that defendant's Water Coolinj;

Tower devices infringed said alleged Letters

Pateid No. 1,01(),0lM), or any other Letters Patent

of plaint ill', and from seiuling cireulars or letters

to any customer or re])resentative oi- piositeclive

customer of this defendant threatening such i)er-

son or ]iersons with litigation or ])rosecution. or

with the costs and exi)enses of litigation, or other-

wise publishing statements, either written or oral,

intended, or by a reasonable construction likely

or apt, to cause injuiy or damage to this defend-

ant in the business of manufacture, use and, or

sale of said Water Cooling Towels.

5. That the said Ignited States District Court for

the Northern District of Oalifornia, Southern Divisicm.

erred in tbat it erroneously decreed that :

That the matters affect ing said Couider-riaim

foi- unfair com])ctition be and the sanu' is hereby

referred to the Hon. Hakuv M. Wkkjiit, as Special

Master in Chancery of this Couit. to lake an«I

state the damages which defendant has sustained

bv reason of such uidawful and unfair a<ts of
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])laintitT and also the profits wliich liavo acorned

to i)laiiilitT' hy reason of its unlawful acts as

aforesaid; and the i)laintifT, its directors, otticers,

clerks, attorneys, servants, workmen, agents and

employees, and others acting under their direction,

are hereby directed and commanded to attend be-

fore said ^faster from time to time, as required,

and to jiroduce before him such books, ])apers,

documents, vouchers and records as the Master

may require.

(). That the said Ignited States District Court for

the Northern District of California, Southern Division,

erred in that it erroneously decreed that

:

That the defendant do recover of the plaintiff,

its costs and disbursements in this suit, in accord-

ance with the Kules of this Court ; and that the

question of increase of damages and all further

questions be reserved until the coming in of the

Master's Keport.

7. That the said Court erred in that it erroneously

found and decreed that the jdaintiff's patent No.

1,01 0,020 was not infringed by the defendant.

8. That the said Court erred in that it erroneously

decreed Ihat the bill of complaint be dismissed.

9. That the said Court erred in that it erroneously

found and decreed that the plaintiff has been guilty of

imi)i-oper or unlawful use of its alleged ownership of

various patents on Cooling Towers.

1(». That the said Court erred in that it erroneously

found and d(Hreed that the plaintiff had been guilty of
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iini)i()]t('r or unlawl'ul use of its ow iicrsliiji of the iiMiciil

in suit.

11. Thnt the said Court cried in iliat it ciioticdusly

found and decreed that the i>laintin did nnlawlnllv oi-

without juslilicatiou (lirealeu defendanrs customers ui-

prosj)octive customers with suits tor iidrin.u;ement it

tliey used defendant's devices.

12. That the said Coui't ei-red in that il enoneowsly

found and deereod that the plaintiff did unlawfully

intimidate, harass oi- annoy defendant's cnstomcTs.

].'). That the said Court erred in that it erroneously

found and decreed that plaintiff did disseminate mali-

cious and untrue rejjresentations ajijaiust defendant,

14. That the said Court eri-ed in that it eironeously

found and decreed that the i)laiutiff had done any uidaw-

ful or inipro])er ciots or thiujis in an endeavor to se( are

the trade of the defendant oi' to injui'c the reputation.

business or pood will of the defendant or otherwise, or

that plaintiff did in any manner injure or damage the

defendant in its leiiitimate business oi- otherwise.

15. That the said Court erred in that it erroneously

found and decieed that a writ of injunction should issue

ajjainst the ])laintiff, its officers, workmen, ajicnts. eni-

j)loyees or others actinj; under its dire<-lion.

16. That the sai<l Court erioneously decreed that the

plaintiff he enjoined or restrained from <lainMnn: that

defendant's water coolinj; towers infrinjje Letters Patent

Xo. I,ni0,()l'().
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17. Tliat tlio said Court ononoonsly dofrood that

j)laintill" Im» rcstiaiiUMl I'loin (•laiiiiin<» tliat defeiidant's

Avatcr eooliiig towers infringe any Letters Patent of

jdaiiitiff.

IS. Tliat the said Court erroneously decreed that

jdaintitf be restrained from sending circulars or letters

to any customer or rei)resentative or prospective cus-

tomer of defendant threatening such jx'rson or persons

with litigation or prosecution or with costs and expenses

of litigation or otherwise publishing statements intended

or by reasonable constnution likely or apt to cause

injury or damage to defendant in the manufacture, use

or sale of water cooling towers.

19. That the said Court erred in that it erroneously

decreed that the defendant recover of plaintiff, the costs

and disbursements of this suit.

20. ^That the said Court erred in that it erroneously

found that the patent in suit of plaintiff has novelty

only in one respect.

21. That the said Court erred in that it erroneously

found that the patent oi- invention of plaintiff "consists

of wiiat is known as a 'spline' which is a spacing device

placed between the various parts of the drip deck to

keep them ai)art and at the same time to take up the

necessary expansion or warping due to the presence of

the licpiid and the passage of the air over the parts."

22. That the said Court erred in that it erroneously

found that the defendant in place of using the movable

spline or piece of wood to separate the parts of the

deck, had ad()])ted a metal strip, consisting preferably
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of brass or coijikm- wliich is IusIcikmI jicross llic drip

bars or inti\ur:il parts of tlic drij) dock so that llicv <an

expand not only bititndinally but bui^itiidiuallN
.

'2:\. That the said Court erred iu tliat it erioneously

found tluit tliere is doubt as to whedier or not the spline

of plaintiff constitutes novelty.

24. That the said Court erred in tliat it erroneously

found and decreed that the Court havin*;: found that the

device of the defendant is not an infrin<»('nieiit of the

patent of plaintiff, the injunction ])rayed for hy the an-

swer, restraining the ))laintitf from interfering; with the

bnsinc^ss of the defendant in the manner set out in the

cross bill will be j^ranted.

25. That the said Court eried in that it did not (ind,

adjndoe. and de<*ree as refjuested by jdaintifF, that the de-

fendant has infrinued the ])laintif("s patent 1,010.020.

26. That the said C(mrt erred in that it- did not find,

adjudge, and decree as requested by i)laintiff, that the

manufacture and sale of the device of the defendant <<>n-

stitutes an infrin,t>ement of the plaintilf's patent 1,010,020.

27. That the said Court erred in that it did not find,

adjudjie and decree as recpiested by plaintiff, that the de-

fendant be enjoined and restrained from infrin.uin.n jilain-

tirs letters Patent Xo. 1.010,020.

28. That the said Court erred in that it di<l not find,

adjudi^e and decree as re(|uested by ])laintiir, that tin* de-

fen«lant be rcHpiired to account for and i>ay to plaintiff the

profits and the damaj-cs suffered by plaint iff thereby.
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2!). Tliut tlic said Court orrod in that it did not ad-

jud.u(' and decide as rcqucslcd hy ])Iainliri', that tho plain-

tiff recover costs ofjaiiist the defen<lant.

30. That the said Court erred in that it erroneously

permitted Carl F. Braun, a witness on behalf of defend-

ant, to testify, over the objection of i)laintiff, to conver-

sations with an employee of T^nion Oil Co.

31. That the said Court erred in that it erroneously

admitted over the objection of plaintiff incompetent and

hearsay testimony of the witness Carl F. Braun on behalf

of defendant as to allej>ed acts and conversations of one

Fleming.

32. That the said Court erred in that it erroneously

admitted over the objection of plaintiff incompetent and

improper testimony of the Avitness Carl F. Braun as to

alleged acts and conversations of one Fleming.

33. That the said Court ei-red in that it erroneously

admitted over the objection of plaintiff incompetent, im-

])roper and hearsay testimony of the witness Carl F.

J^raun, on behalf of defendant, as to alleged acts and con-

versations of one Fleming.



BRIEF OF THE ARGUMENT.

POINT I.

The Court erroneously found that the plaintiff's

patent in suit No. 1,010,020, dated November 28,

1911, covering the deck construction, if valid, is not

infringed.

The t'l'atiiT'c disclosed in tliis |);il('nt jiiid wIi'k li ii is

cdaiined is inl'nii«»(Ml by the defendant is the novel deck

construction, which comprises a ])hirality of slats or bars

held in spaced relation by a s])acer, which the inventoi-

calls a ''spline,'* which coni])rises a iMxly section insert eel

between the slats or l)ai's, thereby niainlaininu the spacing;

between them, and an offset section or winji on each side

of the body section which enjiaiic's the adjacent slats with-

out beino rigidly secured thereto, so that the slats may

ex])and and contract longitudinally without warping or

destroying the spacing.

The defendant on the trial asserted that there ai)])ears

to be, in the i)atent drawing, a stra]) surrounding seveial

drip bars, which the defendant contends would prevent

the slats fiom freedom of longitudinal movement, and in

the model which the defendant has const lucied and i»ro-

diiced, a strap is built around the iimmIcI constructed of

rigid metal and holds the slats against longitudinal e\

] ansion. This, howevei , is a creation of the <lefendant

and it is obvious that it is not the consliMict i(»n invented

by Colley and that CotTey does not teach or intend to

teach in his (onlribution t(» the ait, that there should be

fixed means to jtrevent the longitudinal expansion of the

slats, the veiy thing which his invention scHight to permit.

A reading of the ColTey sjtecilication and drawings dis-

clo.ses that ( 'olfev rlesired and intended lo pioduce a dc k
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in ^vlli(•ll llio several slats Averc to be permitted indi-

vidual lonuitndinal expansion and his patent drawinjis

show si raps at the two short ends only. It is not ron-

ceivable that the inventor would show oi- use a surround-

in<>- l)and which Avonld destroy the very object which he

sou.uht to attain.

Xo patent or device of the ])rior art had evei- su«>-

ji'ested or shown a cooling tower deck in which longitudi-

nal expansion and contraction of the individual slats is

))erniitted and the inventor is entitled to the fruits of his

invention.

The defendant has sought to circumvent the invention

by means of a device which is the equivalent in structure

and function as well as mechanically of the Cotfey in-

vention. The defendant's spline or spacer is constinicted

of metal instead of wood as used by Coffey and has been

described above. This device produces the same result

attained by Coffey and in the same way. If the Coffey

spacer is split horizontally on its medial line, we find the

exact device of the defendant. There is a central body

])ositioned between two adjacent slats and wings on each

side of this central body, Avhich engage the slats, permit-

ting longitudinal movement between the individual shits

but preventing their warping or displacement both later-

ally and vertically. Ko further argument would ai)pear

to be necessary to show be^'ond question the structural,

mechanical and functional identity of the two structures.

It is submitted that Coffey made a valuable contribu-

tion to the art and that the defendant's device clearly in-

fringes that patent.

Defendant constructed its first tower under license of

plaintiff and thus admitted the validity of the patent.

Rogers on Patents, page 198.



Tlic Coiirt will look throuiili Ijic ilisuuiscs, lunvcvcr in-

jjomioiis. to sec whcOioi- tho invcMitivc idea oj" the oi'i^injii

patentee lias Ix'cii appioprijilcd and wlici iici- the (IcIcikI-

aufs device contains (lie material I'calmcs of the ]ialciii

in snit and will declare infiinjicuient even when these

features liave been sn])y)Ieniented and modified to such an

extent that the defendant may he entitled to a itatent fov

the improvement.

Crown Cork Co. v. A]unii)unn Siopprr Co., IS

r. C. A. 72.

If the infringing device performs the same functions

as the ])atented device in substantially the same way it is

immaterial that it also ])erforms some other function.

Comptof/rapli v. Mc(h<nii< <i} Accountin!/ Co.,

K; C. C. a. 20.").

All the (dements of the ])at<'nt cond)ination are em-

ployed with substantial identity in their use, and depar-

ture appears from the letter of the claim only, in the ar-

rangement of these (dements, without substantial differ-

ence in the ])rincii)le of o])eiation. Tiie p(dicy and rules

of the patent law require that the jiateiilee be ]irolected

against such evasions of the wording of the claim, form

or nonessential details when the substance of the inven-

tion is thus used and is unmistakably shown in the speci-

tications and (laims.

Colunihia Wire Co. v. Kokomo SfrrI Co., 71

('. ('. A. :uo.

One may not escape infringement by adding to oi-

subtracting from a jiatented devi( c. by changing its form

or bv makinj; it moi-e or less ellicient, while he retains its
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juinciplo and nuxlo of o])oiation and attains Us losnlt by

flic use of tlic same oi- ('(luivalent means.

Lowric Implement Co. v. Lcnhart, 04 C. C. A.

456.

Tho Conit l)ol()w a|)j)eais to liave inisa])prohonded the

device of defendant. After briefly describin*^ tlie sjiacin^;

devic(> of plaintiff's patent, the Conrt said *'the defendant

in place of nsinu: this movable spline or piece of wood to

separate these ])arts of the deck, has adopted a metal

strij), consisting preferably of brass or copper, Avhich is

fastened across these dri]) bars or integral parts of the

drij) deck so that they can expand not only latitndinally

but longtitudinally (p. 385).

It is evident that the defendant's spacing strap which

is bent down between the adjacent bars is intended to

and does ])rodnce and maintain lateral spacing and pre-

vents the latitudinal displacement or expansion of the

slats. It is this important latitudinal spacing function of

the defendant's device Avhich the Court appears to have

overlooked and misapi)rehended.

The defendant in its patent Xo. 1,334,515, in which

this sj)acer is shown, describes them as metal bars

crimped to j)rovide slat-embracing looi)s and connecting.

s])acing and attaching portions, as shown in Fig. 3

(IJraun patent Xo. 1,334,515, p. 1, 1. 90). Inspection of

the drawing of this spacer of the defendant as shown in

Figure 3, of ])atent 1,334,515, and the spacer itself, as

shown in the model before the Court, Avill at once show

the error into which the Court has fallen.

Mr. Ilagenbuch described these s])acers of the defend-

ant as "distance pieces" (p. 140) and Braun himself ad-

mitted that the object of tlie defendant's "crimped rib-

bon,'' as he called it (p. 178), is to ])ermit longitudinal
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171)), 5111(1 he jidiiiitted tliat there is consideriihle e\|tiin-

sion ill the slals and a leiideiicv !( warji
| p. lS(h. He

also said that their ]»urp<)se is to allow a loii«iiludiiial

exi)aiisioii of the deck boards i j). L'21 ).

Mr. l?raiiii also admitted that defeiidaiil's sjiaceis

sorvo to hold the slats in two directions and that the slats

are tlwrebv fastened against lateral exjninsion and ver-

tical expansion hnt not ajjainst lonsiludinal expansion

(p. 248).

POINT II.

The District Court erroneously decreed an ac-

counting by plaintifF.

This is a matter of snch jjrave and serious importance

to appellant, ('oolin<>; Tower Coniiian.v, that it iimines-

tionably ti-anscends every other feature of the case.

The parafjraj>h of the decree relative to the account-

ing is as follows (p. liSO ) :

That the matters alTecting said counterclaim

for unfair comjx'tition be and the same is hereby

referred to the Hon. Harry M. Wright as Special

Master in Chancery of this Court, to take and

state tli<' damages which derciidaiil has siislaincd

by reason of each unlawful and unfair ad of

])laintitT and also the protits which have accrued

to jilaintitt by reason of its unlawful acts as afore-

said; and llie plaint iff, ils direclois, ollicers. clerks.

attorneys, servants, worknu'ii. agents and em-

ployees, and others acting under their direction,

are herebv directed and commanded to atlend
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before said Maslcr from lime to time, as re(|iiire(l

and to j)ro(lu('e before him such books, papers,

<io(umeiits. voucliers and leeoids as the .Master

ma.v i-e(|uire.

riainlilf is a i-easonably i)rosj)erons corporation of

the State of New York, liaving its office, Imoks and rec-

ords in that state and the lemoval of the books and rec-

ords to California would result in jjreat loss and incon-

venience, while the attendance of its oflicers and em-

ph)yees in California would entail jjjreat expense.

In the opinion filed by the Court (p. 384) no mention

is made of an accounting;, and there was no proof before

the Court sufficient to support defen<lant's prayer for

an accounting.

It appears that on or about July 1, IDIS, a letter was

written by plaintitf to the Union Oil Company of Cali-

foinia (p. IS) and on .July 11, 11)18, a letter was written

by plaintitf to Standard Oil Company
(

[). 20), both in

answer to letters received from them, in which its deal-

ings with Braun were referred to and in which it men-

tioned its patent rights. Plaintiff, by its answer admitted

these letters and it is submitted that plaintiff was en-

tirely within its rights in sending these replies to the

incpiiries made, but in any event the statute of limita-

tions, which plaintiff pleaded by leave of the Court

(pp. 325-32G) is a bar to any claim which might arise

therefrom.

There is no proof whatever to support the allegations

of the cross complaint (j)p. 15-3G) to the effect that plain-

tiff ever made any general circulation of threats of

pro.secution and the like.

The testimony presented by defendant relating

to any such acts is contained within pages 310 to 338 of

the Transcript of l^ecord.
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Carl F. r.ijiun, tcstilicd ( j). :nO) dial mIIci- tliis cor-

rospoiulcnco of IDIS no coiiiplaint as lo plaint ill's

all('Ji('<l wrouiidoiiiii cainc to the attention of the drlcnd

ant nnril \\)'2'2. DcfcMulant attempted to show that at

that time certain reports were received from cusloiners

as to a Mr. Fleniinj;
(

j). lUO) hat defendant acqniesced in

the exclusion of this testimony and said that it wonld not

jiress the maltei- ( |). ;>10).

It appeared that a letter was written to this .Mi-.

Floniinjj and that the "annoyances" then ahated (pp. :}i:{-

314). This Fleminj; was not employed by nor connected

with plaintiff in any way exce])t that he solicited ordeis

for ])laintilf's cooling towers. Mr. Hrann was |)eiinitted

to testify ovei* objection, that piior to the letter of plain-

tiff to Standard Oil ('omi)any in IDl.S defendant had

(Mijoyed a substantial business with that company but

followinjj the letter of 1018 it did not receive any snb-

stantial business from that company (pp. .'U(>-317), but

it was not shown that the Standard Oil ('om})any pur-

chased any coolinj; towers from plaintilf or from others

(p. 317), and in defendant's letter (Exhibit IS, May

17, 11)15) it admitted that it had lost the Standard Oil

Company tower before that date.

Mr. Kraun testilied that in the case of the Fnion Oil

Company, who had purchased defendant's towers, the

defendant (pioted them on another towei- and was in-

formed by ^^'. K. Cowan of the Oas Division that t hey

had |)Ui-chased fi-oin |)laintitV a towei- upon which de-

fendant had bid (p. 32.")). He also testitied that '.Mi'.

Cowan }j:ave me specific reasons for not ^ivin;; us the

contract" (p. 32(5) * "They pertained to the acts

of .Mi-. X. O. I'Memiuf;, the representative of the plain-

tiff" (p. 3lM;). It did not apfxar what these alleired acts

of Mi-. I-'lcniin;,' were and .Mr. Cowan, the alle;;cd tiis-

Kuner, \\as not called. .Mr. I'l-anii a<lmillcd that he
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liad iiovor seoii any lottor or ovidontiarv mattov omanat-

iiin; from plaintiff or from Mr. l-^'lcminji; bearinj; npon

the loss of any sale (p. 329).

Mr. Branii could not dofinitoly tix the date of his

conversation with Mi'. Cowan, hnt admitted that the

letter of 1918, written by plaintiff to Union Oil Com-

])any resulted in no damap:e to the defendant (p. 340)

and that it subsecpiently sold its towers to that company

(p. 338).

It is submitted, thei'efore, that there was no proof

])efore tlie Conrt to sustain the v(^ry drastic decree for

an accountinji;.

Mr. IJraun testified that Mr. Cowan told him that

Mr. Fleminf; had stated that defendant was usinfj the

Coolinnj Tower Company's desipi and that the Cooling

Tower Company intended to sue C. F. Brann & Co. for

patent infrinjiement and that ''he could not see how the

Coolinjj; Tower Company could lose'' (p. 336). There was

no sufjjiestion that it was said that any suit would be

brought against Union Oil Company nor against any

one other than defendant nor was there any suggestion

that the purchase of the defendant's tower by Mr. Cowan
would be in any manner interfered with, and it is ad-

mitted by defendant that Union Oil Company bought

four cooling towers from the defendant at different

times during the two years following the Cooling Tower
Company's letter to I^nion Oil Company in 1918 (p. 338).

It appears that the plaintiff" has never sent out any

letters charging infringement by defendant except the

two letters of 1918 to Union Oil Company and Standard

Oil Company Avhich caused no injury or damage to de-

fendant and upon which any claim is barred by the

statute of limitations and that nothing has ever been

done or authorized by plaintiff which might in any way
or manner be deemed to l)e an invasion of the rights
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of the (Ij'foiulnnt. Tho statomcnl atti-ilmlcd to Mr. Flcin-

inj;, who is not an (Miiphncc of j)hiintilT, but who was

solicit in j; oidcis on liis own acconnt, cannot he con-

strued to he a wronjifnl invasion of the ii<;hts of the

defendant for Avhich an action wouhl lie aj»ainst plain-

tiff. To r(M|nirc plaintiff, because of this sin<;le nMuark

of Mr. Fleniin<i-, which was never repeated, to briufi; its

l)ooks and records from New York to San Francisco and

to send its olticers and employees across the Continent

would be a hardship and entail a loss entirely incom-

mensurate with any result which mij^ht i)ossil)ly be

attained. It would «i;reatly injure th<' i)laintitf without

benefit to the defendant.

Defendant says that the reply of the plaintiff to its

cross bill admits the acts charjjed. The plaintiff by its

reply (p. 44) denies the all<'«»ations of the cross com-

plaint. It specifically denies the jjllejijaf ions contained

in the several parajirajihs as will appear by the conclud-

ing: elanse of each paragjraph of the reply and asserts

that each and every statement and communication made

by it was made ])roperly and in the rejiular and lawful

prosecution of its business. The only statements made

])y the plaintiff to the trade as to its patent rijihts were

the notices of the patents cari-ied in its eataiojiues and

marked npon its patented devices and this is what it

was re(|uii-ed to d!o undei- the patent laws.

POINT III.

The District Court properly found and decreed

that Defendant's Patent No. 1,442,784 does not

involve novelty and appears to be anticipated.

This patent 14427S4 of .January 1(1, 1!)*-':^, shows an

atmospheric coolinu tower of the ojien type, coinprisinu'
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a ]>lnvality of spacod slat decks, with inclined louvers at

each deck supijoited l)y the ])i()jectin<i' ends of the hoi-i-

zontal deck nieniheis. As IJrann says, in his specifi( ation

(]). 1, ]. (')) "the horizontal members project a consid-

erable distance from llie vertical face of the ])Osts, thns

formin.i>" out blearing supports for the louvers."

This ])atent was applied for by Braun on April 28,

1920, and was issued after the bill was tiled. The old

coolinji towers which defendant erected under the license

of plaintiff in 1915, five yeais before the tilinji; of this

])atent application, had these louvers supported at each

deck in the jtosition shown in the defendant's ])atent and

in sindlar mannei-, as appears by the blue prints of the

Shell construction (Plaintiff's Exhibit 51) and plaintiff's

patent No. 1158107 (Exhibit No. 50).

Defendant asserts that his louver supports differ from

those of the prior art in that the deck timbers are ex-

1 ended beyond the su])portino- posts of the tower, in one

inteijral ])iece, while in the towers which he erected in

1915 at the Shell Co. plant, under plaintiff's license, two

pieces or sections were used, one of Avhich, bein"' bolted

to the inner side of the sui)])ortini> post, formed the deck

su])])ort and the other section or extension, being bolted

to the outside of the posts, and extending to the top of

the louver formed the louver support.

It is contended by defendant that this one ])iece deck

timber is an improvement over the old one ])iece support

only in that it gives added strength.

The object of Braun, the inventor, as stated in the

])reamble of his patent, is to provide a cooling tower

"which is of simple construction and so designed as to be

formed from comj)osite units formed at the plant and

ada])ted to be readily assembled at the point of installa-

tion, thereby insuring that the erection process may be
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ijij.idly cai'iicd dii jiiul that the coolinu: tower when fin

isluMl will ho ol" prtMlctormiiHMl staiidjiid (Icsij^n."

This is ajiniii roju'atod foi- oic-atci- cmidiasis at lines

78 (o SS on paiic - of the patent and in Ihe jn-oceedinus

Ix^fore the Patent Oilice (Paper No. S, Dec. 14, 1!)1'1|.

where ai)pli(ant dilt'(»rentiates his device fioni thai oC

Hart, 1228207, cited hy the Patent Oj'tice, by sayinji:

"Heretofore in hnildini* coolinii towers it has

Iteen conunon i)ractice to cut the material at the

}»oint of erection. This has proved to be exp<'nsive,

and for that reason ajtplicant has ])rovide(l a towei-,

sections of which are asseniblcMl in nnits. and which

units may l)e readily connected to form a tower ol

the desired capacity."

At no ])lace in his s])ecitication nor in his ])roceedin.iis

before the Patent Oftice did Brann ever su<>«!;est that his

object or intention was to iiive added strength to his

structure and, in fact, he nejiatives this idea at lines !)8

to 102 of pa<>(' 1 of his sjx'cification where he sup;j;('sts:

'"If the lenjith of section 11 (the louver) is

excessively "reat intermediate boards 18 may be

used to secure the various louver boards 17 in

position <nt(l jtrcrcnt tJioii pom suf/nint/."

Brann contenijdated and shows in his ])atent a struc-

ture in which there were no intermediate supporting- j)Osts

between the corner posts and no intermediate brackets

between the end brackets. His inlermediate boaid IS,

shown only in Figure 2, was not inten<le<l io be and is

not shown nor desciibed as a Inacket and no vei'tical

])o.st to which this board 18 mi.u:ht be alladicd is shown

or indicated.
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Jtijiim lind no idea of nttaininc: any stronjith ])y liis

device and the su«><ies( ion now advanced lor the first time

])\ IM'of, Moser is an af'teithou<»lit l)ron<iht al)out by tlie

nuMlilication of the tower shown in defendant's models

and douhlh'ss const lucted nndei- the advice of Prof.

Mosei-, The device of defendant's patent would not stand

the stress and load of wind and iee.

Plaintiff's inventor Coffey l^v the device disclosed in

plaintiff's j)atent Xo, 1158107 was the first to constriict a

coolinu tower with the object of using the louver supports

for strengthening the tower. For some unknown reason,

])i'obably through oversight or because the strengthening

function now advanced was not i)resented before the

Patent Olifice, the i)laintiff's patent Xo. 1158107 was not

discovered in the Patent Of^ce. It is submitted that the

Coffey device constitutes a complete anticipation of the

P>raun claims.

The decks and louver su])])orts of Coffey, while me-

chanically one piece as described by Braun, were actually

two pieces secured at their adjacent ends to the vertical

l)0sts and Prof. Moser agrees that if these two pieces are

attached ligidly they constitute together the equivalent

of the Praun device (pp. .*U5, lUfi, 855). In answer to a

question ])ro])Ounded by the Court, Prof. Moser admitted

that if two sci'ews were used in his model of the Coflfey

structure we would have the equivalent of Braun (j).

.'>5(>). His only criticism of the old Coffey device of 1914

was that it was not as strong as that of Braun. There

is, however, no known case where the Coffey device has

collapsed because of lack of strength and it is sufficiently

strong to bear all stresses to which it is subjected. It is

submitted that the Shell tower erected at Martinez in

1915 constitutes a com])lete anticipation of the claims

of the liiaun i)atent.
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IMjiimilT is not, liowever, (Munitcllcd to rely solely on

this old strnctmo. In the Sclmiidt patent Xo. ()!):{(;2r),

tVbrnary 10, IDOl' (Defendant's Exhibit T) is shown a

horizontal deck beam carried beyond the support in«» ])osts

and connected at its e\ti*eine <'nd to a louvei- which it

su])poi*ts.

Fuithennore, the towei- of Hart, shown in his ])atent

002875 (Exhibit P), is described by ColTey as n.Hows:

"His method of sii])port eonsistinp; of extendin.n

the members supi)ortin<r his decks beyond the si«h'

post of his tower an(\ attacnin^ same to an inclined

member which was in turn secured at its other end

to the deck below, thus forming; a seiies of tri-

au«>ies Avhose third side consisted of this side post,

to these inclined members the louvers consistinjj;

of either metal or wood weie secured by apjuo-

])riate fasteninji" (p. 9t>).

Coffey saw this old Hart towei- first about lOlt)

(p. 99).

Phillii)s also saw the Hart towei- in the sunimei- o\'

1913 at the plant of Elder & Wells, 17th Street and Otli

Avenue, New York: he said:

'"The louvers were sujjported by aniiles carried

out horizontally from the deck level, the outer

eiuls of these aniiles beinji' held u]) by a dia.iional

brace runninjj; back to the tower frame" (|>. !(."> i.

The joinder of two elements into one intejjral part,

accom|;lishin<i the ]iui'i)Ose of both and n(» more is not in-

vention.

Xiifltaii V. Ihtirnrd, 7.~» ('. i\ .\. 07.
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That wliich iiifiinj;ps if latoi- Avould antioipato if

oni'licr.

Knapp V. Moms, 150 U. S. 221.

It is not iiivoiilioii to make solid, ])arts previously

nsod soi)arable.

Boyvrs on Patents, Vol. 1, pa.uc 14.

The substitution of iiiatoiial is not invontion. Ihid.

The iii»lit to inipiove upon ju'ior devices by raakins:

solid in lieu of jointed work on attaohed parts is so uni-

versal in the arts as to have become a eonuuon one.

Consolidated Electrieal Mfg. Co. v. JJoUzcr,

07 Fed. Rep. 907.

There is no proof in the case that plaintiff erected

the alleged tower at the Pasadena ice plant or elsewhere

in California. Plaintiif has done no construction or erec-

tion work in this State or district
( ]). 274).

POINT IV.

The District Court erroneously decreed that an
injunction issue against the plaintiff.

The paragraph of the decree relating to the injunc-

tion is as follows:

That a writ of injunction shall issue out of this

Court perpetually enjoining and restraining the

plaintiff, its ofhcers, directors, clerks, attorneys,

servants, workmen, agents and employees, and

others acting under their direction from issuing

letters or advertisements or publishing statements

in any form whatsoever, either written or oral,

claiming that defendant's Water Coolinjr Tower
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(lovircs infi'iii^^c said alleged Icltcis pnlciit \o.

lOlOdlMI, or (1111/ other letters patent of jtliiiiiti/l',

juid ti<nn sciidiiij; circiilais oi- Icllci's to any ciis-

toiucr or i cpi'osentative oi- j)1()si»(mI iv<' cusloiiici-

of this defendant tlirealeninu sncli iieison oi-

persons with litijjation or prosecntion, or with the

costs and expenses of litijjjition, or otherwise |Md»-

lisliinji; statements, either written oi- oial, intench'd,

or l),v a reasonable const inct ion likel.v oi- a|)t to

canse injiirv or dainaj;e to this (h'feiuhint in the

business of manufacture, use and/oi- sah' of said

Water ('(udinji; Towers (p. 3SS).

This injunction, if literally enforced, would prevent

plaint ilf from recourse to the courts for any cause a«iainst

a customer or prosjiective customer of defendant.

The plaintiff has brou<j;ht this suit foi- infrin<j:ement

of Letters l»atent No. lOlOdlMI, only one of its several

patents, which i)atent the Court has not found to be

infrinjjed. It was shown on the trial that the defendant

has several times modified the form and details of its

construction and that at least one of the other patents

of the plaintiff is probably infrin^'ed at this time by

the latest modification of defendant's device. It does

not appear that plaint if!" has ever made or authorized any

threats of suit or other interference with the business of

the <lefcndant.

It is most unjust to deprive plaintiff of the ri^i'hf to

maintain suits in j)roper cases aj:;ainst infiin;j:ers of its

patent rij^hts, and yet the decree and the injunction

issued in this case enjoins tiie phiintitf from ever assert-

in;^ in any maiinei- that any device of the delciidam ton-

sliiutes an infringement of any patent which |dainlilT

now owns or which it may hereafter ac(|uire.

Hy this decree the plaintiff is Itranded as an outlaw

and deprived of all ri<;hts under the patent laws so far
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jis tlio «l('f('ndaTit, its cnstoiiipis and prospoctive eiis-

toijioi-s arc coiicci ncd. The attorneys of ])laiiitiff arc
hy I lie fcrnis of tlie decree and injunction pcrpedially

restrained and enjoined frojn expressing an opinion that

any i)ast or future device of the defendant infringes

any patent which tlie plaint iJT now owns or may here-

after acijuirc.

A mere statement of the proposition is sufficient to

sliow the injustice of the decree appealed from.

A patentee has a right to notify persons using his

device of his claims and to call attention to the fact that
l)y using or selling it they are making themselves liable to

prosecution.

Kcllcy V. Ypsilanti Dress Stat/ Alffj. Co., 14

Fed. Rep. 19.

In the Ypsilanti case, the Court said:

"It would seem to be an act of providence, if

not of kindness, upon the part of a patentee, to

notify the public of his invention and warn per-

sons dealing in the article of the consequences of

purcliasing from others."

The owner of a patent may lawfully warn others
against infringement and give notice of his intention
to enforce his right if done in good fath.

Adriancc P. d- C. y. National Hardware Co.,

58C. C. A. 163;

Warren Featherhone Co. v. Landauer, 151

Fed. Rep. 130;

Mitchell V. International Tailoring Co., 109

Fed. Rep. 115;

Yirtue v. Creamery Package Mfg. Co., 102

C. C. A. 413.
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POINT V.

The Court erroneously awarded costs to the

defendant.

T\w (IclVndant in this raso chai'fjod tho ])lainlifT willi

infi-inocnuMit of Ldt.Ms Patent Nos. 1.4lL'JS4 ami

On tho trial of the suit and al'ter idaintiff had bcon

l)nt to tho cxiUMiso of i)i('i)in-ino its defense, the defend-

ant withdrew the charoe that idaintilf had infrin-ed

(iH. first Braun patent No. l,:m,r>ir, (p. L'ti.")
)
and the

Tonrt found that the second patent of the defen.h.nt.

No. 1,44:*JS4, does not involve novelty and is antiei-

pated (p. 388).

T^ud.-r the i.rovisions of U. S. Rev. Stat. DT:?, no costs

sliall in such case bo recovered.

It is further submitted that under all of the circum-

stances and facts of the case, the award of costs to the

defendant was imi)ropor.

POINT VL

In Conclusion.

It is submitted that the defendant (\ F. liraun .V: Co.

has boon shown to use unlawfully, the device oi i-laiu-

tiff's patent and that it ccmtinued to do s,. at th<' time

of tho trial and that idaintitT is entitle.l t<. a d.. rec lor

an injunction and accouutinii.

Tt is further submitted that the device of d.'tVudaufs

patent was ohl and well known i>rior to the alh-^.-d

i„venti(m of Braun and antedates his alle.ued iuv<.ntion
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])y many years, that his devico is at most the result of
mechanical skill and did not involve invention and was
l)roi)erly decreed to be void for anticipation and want of
invention and novelty.

It is further submitted that plaintiff has not been
shown to have made, used or sold the combination of
the patent, and that plaintiff Avas not shown to have
been guilty of any act of unfair competition in business
and that it has not done any act or thing to the injury
of defendant.

The several errors relied upon are set forth at length
in the assignment of errors.

The decree should be reversed in so far as it is

decreed that plaintiff's patent Xo. 1,010,020 is not in-

fringed, that plaintiff has not been guilty of unfair com-
petition, that plaintiff be enjoined as therein provided,
that a reference is ordered, that plaintiff account for
damages and profits, and that defendant recover costs
and should be affirmed as to tlie invalidity of defendant's
patent Xo. 1,442,784 and it should be decreed that plain-
tiff's patent No, 1,010,020 has been infringed by defend-
ant, the defendant should be enjoined and restrained
from further infringement thereof and decreed to ac-
count to plaintiff for and pay the profits derived by it

from its infringement of plaintiff's said patent and the
damages sustained by plaintiff and the appellant Cooling
Tower Co. should recover its costs.

EDWARD A. O'BRIEN,
Attorney for Coolhuj Tower Co.,

Appellant and Cross-Appellee.

Andrew Foulds, Jr.,

Of Counsel.


